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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/23/2006 has been entered. 

Response to Amendment 

2. Applicant's amendments, filed 1/23/2006, have been fully considered and 
reviewed by the examiner. The examiner notes the amendments to claims 1,13, and 
21 , the cancellation of claim 5,and the addition of new claim 22. Claims 1 -4 and 6-22 
are pending. 

Response to Arguments 

3. Applicant's arguments filed 1/23/2006 have been fully considered but they are 
not persuasive. 

The applicant has argued against the examiners position of optimization of 
cleaning and lubricating times during a process because such are result effective 
variables. The applicants argue the coating thickness is a result of various parameters, 
not a single parameter, and uses Figure 5 of lllig et al as support for such a position. 
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While the examiner agrees the coating thickness appears to clearly be a result of 
various parameters, lllig clearly discloses the wire drawing speed is a result effective 
variable and it remains the examiners position that it is within the skill of one ordinary in 
the art to determine the optimum wire drawing speed and therefore optimize the time 
spent in the lubricant, etc. In addition, it would have been obvious to one having 
ordinary skill in the art to have determined the optimum value of a cause effective 
variable such as processing time through routine experimentation in the absence of a 
showing of criticality. In re Woodruff, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

The applicant argues Imai does not teach of a continuous inline system. The 
examiner notes, Page 12, lines 25-28 of Imai, they discloses the lubricant composition 
can be used during cold plastic working, such as wire drawing and pipe drawing, which 
are known in the art as continuous processes, where the steps as taught by Imai would 
all be utilized in a continuous inline system. 

The applicant has argues against the Imai reference stating they teach of 
cleaning and a lubrication times larger then the claimed times and there is no teaching 
in the Imai reference to shorten either times. While the examiner agrees the times as 
taught by Imai reference are longer then the claimed times, the examiner maintains the 
position that such times are known result effective variables as discussed in the office 
action dated 12/21/2004. It is the examiner position that it is well within the skill of one 
of ordinary skill in the art to optimize the cleaning and lubrication time depending on the 
desired properties associated with such cleaning and lubrication times. 
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The applicant has argued against the Hagita reference stating they use a zinc 
phosphate conversion coating during the continuous in-line drawing process and a 
lubricant with a reactive soap. The applicant has argued Hagita does not properly teach 
of lubrication times as taught by the applicant's claims. While the examiner agrees 
Hagita teaches of a zinc phosphate coating, Imai teaches such an undercoat is not 
requires using the lubricant composition. Therefore taking the references collectively, 
the combination of Imai in view of Hagita clearly suggests to one of ordinary skill in the 
art to provide a continuous inline system absent a phosphating coating. The examiner 
is only utilizing Hagita to show the process of applying a lubricant is known in the art to 
be a cause effective variable depending on various factors, where one factor may be 
the presence of a the phosphating treatment, and therefore optimization of such 
lubrication times is well within the skill of one of ordinary skill in the art. 

The applicant has argued against the Imai reference stating they teach of a 
lubricant where a synthetic resin is used as the main component. However the 
examiner respectfully disagrees. While synthetic resin may be a component of the 
lubricant as taught by Imai, the claim does not limit the lubricant bath to only the 
components listed. The applicant has argued the claim limitation of claim 21 requires 
"consisting essentially of and therefore cannot include a resin component as taught by 
Imai. The examiner respectfully disagrees and notes MPEP 21 1 1 .03. The transitional 
phrase "consisting essentially of limits the scope of a claim to the specified materials or 
steps "and those that do not materially affect the basic and novel characteristic(s)" of 
the claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 
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1 976) (emphasis in original). For the purposes of searching for and applying prior art 
under 35 U.S.C. 102 and 103, absent a clear indication in the specification or claims of 
what the basic and novel characteristics actually are, "consisting essentially of will be 
construed as equivalent to "comprising." See, e.g., PPG, 156 F.3d at 1355, 48 USPQ2d 
at 1355. It is the examiners position that the presence of polyvinyl alcohol (PVA), see 
Tables 1-3 (quantity of 1 weight percent), does not materially effect the basic and novel 
characteristics of the claimed invention because as shown in paragraph 0027, inclusion 
of polyvinyl alcohol in the process is within the scope of the invention. If an applicant 
contends that additional steps or materials in the prior art are excluded by the recitation 
of "consisting essentially of," applicant has the burden of showing that the introduction 
of additional steps or components would materially change the characteristics of 
applicant's invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964) 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 22 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

6. Claim 22 rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter, which was 
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not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The examiner cannot locate support in the 
specification for the added limitation of a solid matter concentration of the lubricating 
coating ranges from 5 to 15 weight percent. It does not appear as though the 
specification provides support for a range including all weight percents with a lower limit 
of 5 and an upper limit of 15. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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9. Claims 1, 3-4, 8, 11, 21-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 99/64544 by Imai et al ("Imai"). 

Claims 1 , 3-4, 8, and 1 1 are rejected for the same reasons as set forth in the 
office action dated 12/21/2004 and 7/22/2005 and for the reasons in section 3 above. 

Claim 21 : Imai teaches of a applying a lubricant composition for plastic working 
of metals by first cleaning the metal, then contacting the metals with an aqueous 
lubricious film formation treating solution which contains at least one kind of inorganic 
salt and at least one kind of lubricant, and finally dried after application of lubricant 
(abstract, page 12, lines 31-36, Page 13 lines 6-8). Imai discloses the lubricant 
composition can be used as the lubricant that is employed during the cold plastic 
working e.g., wire drawing, pipe drawing, forging (Page 12, lines 25-28). Imai discloses 
an inorganic salt with a weight percent of 3%-8% and a lubricant weight percent of 3- 
5%, which is a weight ratio of lubricant to salt within the range of 0.375-1 .67 (Table 2). 
Imai teaches of at least one inorganic salt selected from the group consisting of 
phosphate, sulfate, borate, silicate, molybdate and tungstate (Page 8, lines 4-6). Imai 
teaches of at least one kind of lubricant selected from the group consisting of metal 
soap, wax, polytetrafluoroethylene, molybdenum disulfate and graphite (Page 9, lines 4- 
19). See for example Table 3, example number 20. The reasons set forth in section 3 
above apply here for the phrase "consisting essentially of. 

Claim 22: Imai discloses a solid matter ratio within the range as claimed, see for 
example Table 3, example 20, with a solid matter concentration is 7 weight percent. 
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10. Claims 1-4, 6, 8-11, 13-14, and 16-20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO 99/64544 by Imai et al ("Imai") in view of US Patent 
468841 1 by Hagita et al ("Hagita"). 

Claims 1-4, 6, 8-1 1 , 13-14, and 16-20 are rejected for the same reasons as set 
forth in the office action date 12/21/2004 and 7/22/2005 and for the reasons in 
section 3 above. 

11. Claims 7,12, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 99/64544 by Imai et al ("Imai") taken in view of US Patent 468841 1 by Hagita 
et al ("Hagita") alone or when further taken in view of US Patent 5282377 by lllig et al 

("Wig"). 

Claims 7,12, and 1 5 are rejected for the same reasons as set forth in the office 
action date 12/21/2004 and 7/22/2005 and for the reasons in section 3 above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Turocy whose telephone number is (571 ) 272- 
2940. The examiner can normally be reached on Monday-Friday 8:30-6:00, No 2nd 
Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

David Turocy 
AU 1762 
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